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objectively understand that the license terms are 
FRAND.

(4) STEP 4: Proposal of counteroffer (if implementer 
refuses the offer proposed at STEP 3) [Implementer]
If the SEP holder has taken the actions specified in STEP 
3 and the implementer does not accept the license terms 
proposed by the SEP holder, the implementer should 
provide specific license terms, including royalties, as a 
counteroffer to the SEP holder. In addition to explaining 
how the royalties are calculated, the implementer should 
explain that the license terms are FRAND by using 
appropriate information such as information concerning 
third-party licenses, royalty rates for patent pools, and 
court cases, so that the SEP holder can objectively 
understand that the license terms are FRAND.

Conclusion

The Guidelines set forth norms for each step of the SEP 
licensing negotiations for the first time in Japan, and it is 
expected that SEP holders and implementers will refer 
to them in practice when negotiating SEP licenses.
In addition, although the Guidelines are not legally 
binding and do not forejudge future judicial rulings, they 
will improve foreseeability for court disputes regarding 
SEP licensing. In Japan, the court held in Apple v. 
Samsung (Intellectual High Court, May 16, 2014 (2013 
(Ra) 10007), etc.), if an implementer proves that the 
rights holder made a FRAND declaration and the 
implementer had an intention to receive a license under 
FRAND terms, the defense of abuse of rights will be 
recognized against the injunction demand. However, the 
court did not clearly state what specific facts would be 
required to prove such intention. It is likely that the 
publication of the Guidelines will mean that whether or 
not negotiations are conducted in accordance with these 
Guidelines will be taken into account in determining 
whether the implementer has the intention to receive a 
license in future disputes concerning SEP licenses.
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3 It should be noted that the Guidelines provide the norms for good faith 
negotiations that are to be followed by the parties in bilateral negotiations
and do not apply to negotiations conducted by patent pool management
companies.

4 The categorization of these four steps seems be based on the 2015 
decision by the Court of Justice of the European Union (CJEU)
in the case between Huawei and ZTE (Huawei v. ZTE (EU, CJEU, 2015)).
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Conclusion

Based on the analysis set forth above, we believe 
that the patent application trends of Japan will 
continue to show a sophisticated application filing 
style for some time to come. The Japanese patent 
market is a highly important and growing market, 
as well as a competitive market, for not only Japanese 
companies but also those based overseas. According-
ly, what should we do to take advantage of this 
market? I think that every reader already has their 
own answer to that question.
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