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CRICIRINL, BREDORIEZITIZEVIEDTHB, T
DA, PR LSRRI DNTNEA, HASAD
EICHENZ KD A kil L 135755, I74bb, C
DT, B2 258N EEZ R ERZ G mE
MRRAES 2EDTHH T, D, EDXD 2L T
WAL DIFRIE—CICEINTE ST, Thz By
WOEMBTENTERY, WEo>T, HIRTTbhT02%
FEICHEDC TR 13, HARDRFERY TOEDNGE
BT 58D N Z 5,
BIHLH AN OEE )L O (Cautionary Notice)
FREOBERECH DOV TR LI Z, BiE O/FR
R T BN - P XFL eI, B TET T K
BT %, chd, Iy ~—ICB I %R D FR
KBV TEFITDNTVEEDTHD, HEEROIEY
O—THRATN TV ZEHEOMA =& (b REINn
BRI Z O FERICRDZ) Zuitdic, EEKICLE
i d 2Ll kD, PR OREZEBIICHIS IS
THEDLFHIHENS,

H3 FEZEICEDOCHEOEE

B Winaksis FToBaost

Pkt 03 %% (@ &, REORGmHICEM Th-o7z
BERFITHE > CRFEE LTS B W TER S NS DOMER]
. UTHFBOTIHIC B W THEBICH N T2 LB
W OMEFE L, BB EROMEMZ R ELIWEA, AL
> TEEAFEZITODET S, | ERELTNS, T
bbb, ANROBEREICHED B UEHI NS
LS DR ZIT>TOBIHEAETE, HimsiiEic D5
PZRD DR IUE, FEMEZ FIETEHAR5DT
HEENMRETH B,

PIraBEEICIED IR GEFE D /e B B D
B A B RA L THO, Fiiiikici o]
PAREESERIE. JRANE LT, Fimiii ol rigic, Sl Hpg
LIz DOWMEET %, L LAEDS, BHC Iy ~—Tfi]
INTOVEEEZ T XL, BRI NS

TETHD, BIBFRNRDENTHIEIE. FsEhEOE
TTHRICHFBRZ N I 22 8ickD. 2O/ H
MHBHELTRESNS TETHS,

WL DA TV, FZICRIESNS TEDIVY
SR ET SR TR E0D0) & HEBRER—
ICARJFAY, V> I receiving office BECE NS TiET
HBo HMITTIE, O IEIEE O AN EES N, X
FFEAE I (e TRais e OB HINrES) 13, SR LT D -
I EICDOREEEND, BIFEROLRIE, FaEHTIT
BT, REOHBATIRZL, BEH Sy y—ick
F 2RO EH BlAR H X 3B EIEICTE D B H) 1Tk
DOTHBOIRN W E NG, DTz, BUcIv~v—
THEZHHLTO2HAER. BEE0SHEHTHAE
NI EliA T, BB EROHZTTHTENEEILL,
PSR DS AT 91

BB RO HFRZ AL, MMTOY T A —=T72 0
HMW S E DT T H X TOK 6 MAR L7525 JIAHKT
HB, BIEEROLHEZITIHEE. COHMNICHES
B2 T IR 2 0N H B, Tads, ARRHEERERIC
BOT, HMFOY T hA =TV ORI RIEFRELEINT
BHY, 2020 FEFICEBHEHRLNTV A,

HBFY I ME—TF>
BRBHEOHESZ (TR
(2020F &+ D RAH)

ARRFIS Y FAr—F>
HERAICE D KRR TR
HEREAR CIRR ORI

Y

TSRO HRZ MR
(96 A F)

RO D B

BB ROz zdicid, B BEORaRE G
MIF DOV T A—=T7VIE) Xoiic, vy~ —Crakiz il
HUTOWIGRHLZ /M5 208005, Thbb, EB%
FROBELT, Iy ~—ICBI 5D B[
(actual use) BRAEEE 7525 GHrafsiit 93 26 (b)), 51
BROMH ) OFEEHLE L TE, HS OO S ERDNHETHD,
Bz, BENCHN DD ZHIAE DG LisEhZET
bN5, o, Ak U7o BBk D GG M O B T
NOEGHWLEOHKE, [FEOMMH] Z/Rd el
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Updates on Trademark Registration
in Myanmar

—— Shunji Sato, Trademark Attorney

—— Fumiaki Kai, Attorney-at-Law

—— Aung Htin Kyaw, Myanmar Attorney-at-Law
—— Nao Kobayashi, Trademark Attorney

The new Myanmar Trademark Law (the “New Law”) was
signed into law on January 30, 2019 and is expected to come
into force in 2020 or later. With the absence of a trademark
law in Myanmar, trademark owners have until now filed an
application to record a Declaration of Trademark Ownership
with the Office for Registration of Deeds under the Registration
Act and published a Cautionary Notice thereafter. It should
be noted that the New Law does not set forth any procedure
for automatic re-registration of trademarks which have been
registered under the Registration Act. Further, the New Law
adopts a “first-to-file” approach instead of the former “first-
to-use” approach. Therefore, it is imperative that trademark
owners who wish to maintain their trademark protection in
Myanmar file a new application during the “Soft Opening’
period, which is expected to start in 2020 and to last for six
(6) months from its introduction, based on the registration of a
declaration under the Registration Act.

Section 93 of the New Law states that (a) an owner of a mark
registered at the Office for Registration of Deeds under the
Registration Act, or an owner of a mark which is not registered
but is actually used in Myanmar, must file an application under
the New Law in order to enjoy the rights relating to the subject
mark; and further states that (b) a trademark that has not been
registered at the Office for Registration of Deeds but has been
put to actual use in Myanmar shall enjoy the right of priority
use within the prescribed period in respect of the goods and/or
services for which the mark has been used.

During the “Soft Opening” period, the Myanmar Trademark
Office will only accept applications for: (i) trademarks which
have been registered under the Registration Act; and (ii)

trademarks that have not been registered under the Registration
Act but have been used in Myanmar for the designated goods/
services. Such registration under the Registration Act or actual
use of the mark in Myanmar should have been made before the
“Soft Opening” launch date.

“Grand Opening” of IP Office
Enactment of New Law and Rules
New applications based on the New Law
will be accepted

“Soft Opening” of IP Office
Expected to start in 2020

Y
6-month “Soft Opening” period

It is expected that new applications will be accepted based on:
(i) registration of a declaration under the Registration Act; and
(ii) actual use of the mark in Myanmar

The Myanmar authorities are still currently deciding on
important issues such as the official fee rates, the required
documents for a new application, and the timeline for the “Soft
Opening” and the subsequent “Grand Opening.” 1t is therefore
advisable for trademark owners to assess their trademark
portfolio in Myanmar and immediately file a trademark
registration under the Registration Act and publish a Cautionary
Notice, which will still remain open and available until further
official announcement from the authorities. Once the “Soft
Opening” period begins, an application under the New Law will
only be available for a mark which has already been registered
under the Registration Act or has been put to actual use in
Myanmar before the opening of the “Soft Opening” period,
and owners of trademarks without such registration or actual
use will only be able to file their applications once the “Grand
Opening” period commences, which follows the six (6) months
of the “Soft Opening” period.

World Trademark Review has released the 2020 edition of WTR
1000 and has ranked TMI Associates, the first Japanese law
firm that has opened an office in Myanmar, as the top firm for
intellectual property in Myanmar. This is the first edition that
WTR 1000 included rankings for practices in Myanmar. To
learn more, please visit the WTR 1000 website: https://www.
worldtrademarkreview.com/directories/wtr1000/rankings/
myanmar

TMI Associates Yangon Office

#105, Prime Hill Business Square, No. 60, Shwe Dagon Pagoda
Road, Dagon Township Yangon, Myanmar

Telephone +95(0)1-8255-047 / +95(0)1-8381-101

E-Mail yangon@tmi.gr.jp
http://www.tmi.gr.jp/english/global/office/myanmar/
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D, APELINTICERFEE 145 S40HD% PTO AV 12
DIEIRE Rl 1 T, AR S OKETO
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(1) 35U.S.C.A. § 145

(2) 35 U.S.C.A. § 141

(3) Kappos v. Hyatt, 566 U.S. 431, 435 (2012)

(4) “All the expenses of the proceedings shall be paid by the applicant.”

(5) Rule 54(d) (1) of Federal Rules of Civil Procedure

6) RMBHOBFEGBERAETE[12T vy 2=V EDIEIZES,

(7) Fleishmann Distilling Corp. v. Maier Brewing Co., 386 U.S. 714 (1967)

(8) HEELFDOEEEANIEDr. Hans KlingemannT®h-7-4", ZD# HEEN NantKwest(Z 38
EIhiz,

(9) NantKwest, Inc. v. Lee, 686 F. App’x 864, 865 (Fed. Cir. 2017)

(10) $EFT DFEKKEEEI3$111,696.39Tht). ZDH5$78,592.50n FE T B o7

(1) BADHIFICLZEHGE



(12) NantKwest, Inc. v. Matal, 869F.2d 1327 (Fed. Cir. 2017)

(13) “salaries of its legal personnel”

(14) “expensee litis”

(15) Black’s Law Dictionary; Bouvier’s Law Dictionary

(16) ffl Z1£28 U.S.C. §361 “reasonable expenses, including attorneys’ fee”

(17) 35 U.S.C. §285 (4552855 ) “The court in exceptional cases may award
reasonable attorney fees to the prevailing party”

(18) 15 U.S.C. 81071 (b) (3)

(19) Shammas v. Focarino, 784 F.3d 219 (4th Cir. 2015)

(20) A—DFERMBIC OV EROKEX LRI HIFRD RE2EBRETV. EFELA
IWTHE DR =B EC TV B IREE,

(21) Sebelius v. Cloer, 569 U.S. 369, 130 (2013)
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AR LT e F R LT,

COHRMATIE, HiEsFr [Bookingl & com) DA
BOEMNDBIRBFAAL > 2 — L [Booking.com.| Ot
DA[EDFDONT VS, AT DNT DR EEHIFTOHI K
& SHROKEOEIEIFFCE R E R E 2 5 2% Al
N&HZ1D, TOEANTEHEN TV,

AT, COFMFOHERE THETOHIKICDOWTH
N9 %,

o

$2 B=x

pl

FEERDGERNI NS ONT

FAERORR . B O « Y —ERAZMA DM -
Y—EADLHNIT BHAEETHD., HENAE T ZARENGE
HRED VLD TH %,

Abercrombie & Fitch Co. v. Hunting World, Inc. Cia
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HEEA | Booking.com B.V.
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51ES B
Booking

IBETS | 43%EHotel reservation services for others; holiday
accommodation reservation services and resort reservation
services, namely, providing hotel room reservation services
and resort hotel reservation services and providing online
hotel and resort hotel room reservation services; providing
information about hotels, hotel accommodations and resorts
accommodations, whether or not based on the valuation of
customers; information, advice and consultancy relating to
the aforesaid services; the aforesaid services also provided
electronically.
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43%EMaking hotel reservations for others in person and via
the internet; providing personalized information about hotels
and temporary accommodations for travel in-person and via
the Internet; providing on-line reviews of hotels; consultation
services related to making hotel reservations for others,
provision of personalized information about hotels and
temporary accommodations for travel, and on-line reviews of
hotels.

HEEA Booking.com B.V.
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"~ BOOKING.COM

IBEXE | 3958(HE.)

43%8Making hotel reservations for others; holiday
accommodation reservation services and resort reservation
services, namely, providing hotel room reservation services
and resort hotel reservation services and providing online
hotel and resort hotel room reservation services; providing
information about hotels, holiday accommodations and
resorts accommodations, whether or not based on the
valuation of customers; providing information, advice and
consultancy relating making hotel reservations and temporary
accommodation reservations; providing online information,
advice and consultancy relating making hotel reservations

and temporary accommodation reservations.
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IBERTS | 43%8Hotel reservation services for others; holiday
accommodation reservation services and resort reservation
services, namely, providing hotel room reservation services
and resort hotel reservation services and providing online
hotel and resort hotel room reservation services; providing
information about hotels, hotel accommodations and resorts
accommodations, whether or not based on the valuation of
customers; information, advice and consultancy relating to
the aforesaid services; the aforesaid services also provided

electronically.
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